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REMARKS 

Claims 1-10, 12-13, 15-18, 20-23, 31-32, 34-37, and 50 are pending in this 
application. 

Claims 19, 24, and 26-29 are cancelled in this paper without prejudice to 
Applicant's right to pursue the suhject matter recited by them in one or more 
divisional, continuation, or continuation-in-part applications. 

Claims 1, 10, and 12-13 have been amended; support foT these amended 
claims can be found throughout United States Patent Application Publication No. 
2004/0171 147 Al (hereinafter "the present appUcation'') at, for example, paragraphs 
[001 1]-[0013] and [0019]-[0022] and [0039] and [0043]. 

Claims 20-23 have been amended; support for these amended claims can be 
found throughout Ihe present appUcation at, for example, paragraphs [0039] and 
[0043] and [0047] and [0050]. 

Claim 32 has been amended; support for this amended claim can be found 
throughout the present application at, for example, paragraph [0018]. 

Claims 34, 35, and 37 have been amended; support for these amended claims 
can be found throughout the present application at, for example, paragraphs [0019] 
and [0039] and [0043]. 

No new matter has been added. 

The Rejection T fader 35 U.S.C jU2, 3B Be Withdrawn 

On page 2 of the Office Action, claim 34 is rejected as allegedly indefinite. In 
particular, the Examiner points to the allegedly vague and indefinite use of "derived 
from" in claim 34. Without acquiescing to ihe rejection of ihe Examiner, and solely 
in order to promote me progress of the present appUcation, Appticant has amended 
claim 34. As such, Applicant respectfully requests mat the rejection under 35 U.S.C 
§ 1 12, 112 be reconsidered and withdrawn. 

The Rejections Tfader 35 U.S .C 6 1 12. 111 Should Be Withdrawn 

On pages 3-6 of the Office Action, claims 1-10, 12-13, 15-24, 26-29, 31-32, 
34-37, and 50 are rejected as allegedly not enabled. The Examiner relates three basic 
propositions. First, it is alleged that the claims are not enabled because a skMed 
artisan would purportedly "have to conduct trial and error experimentation for each 
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combination of plurality of cells" and "possibly for each individual in need of 
treatment" Office Action at page 5. In addition, the Examiner asserts that the issue 
at hand is "whether the instant specification has taught how to make or use a 
cytotherapeutic unit with any type of cells ... for ANY disease state. ..." Id. Further, 
the Examiner contends that "the ability to make and effectively use the claimed unit 
for human therapeutics is unpredictable." Id. at page 6. Applicant respectfully 
traverses these rejections in their entirety. 

Without acquiescing to the Examiner's rejection, and solely to promote the 
progress of the present application, Applicant has deleted claims 19, 24, and 26-29. 
As clearly noted above, Applicant has done so without prejudice to Applicant's right 
to pursue the subject matter recited by them in one or more divisional, continuation, 
or continuation-hvpart applications. 

Applicant respectfully points out that independent claims 1, 18, 31, 34, and 50, 
as they currently stand, recite ^therapeutic units and libraries comprising the same. 
As such, Applicant respectfully points out tiiat whether the cytotherapeutic units 
represent "therapy for ANY disease state" is wholly irrelevant to the enablement of 
me pending claims. In this regard, and as noted in the previous Reply, Applicant 
points out that the present application provides information sufficient to enable those 
of ordinary skill in the art to make and use the claimed cytotherapeutic units and 
libraries . 

The present application clearly establishes at paragraphs [O060]-[0062] that 
the claimed units and libraries, useful for treating at least three (3) diseases and 
conditions, are encompassed by the present invention. Certain methods of making the 
claimed units and libraries are provided at paragraphs [001 1]-[0013] and [0019]- 
[0022] and [0039] and [0042]-[0043]. It is also provided at paragraphs [0060]-[0062] 
that the claimed units can be transplanted. Exemplary doses are disclosed at 
paragraph [0039]. Indeed, me Examiner references the present application as "being 
enabling for a cytotherapeutic unit . . . for treatment of patients in need of 
hematopoetic cells." Office Action at page 3. As the Examiner admits, the present 
application clearly enables those of ordinary skill in the art to make and use at least 
one embodiment 1 of the presently claimed inventions. 



1 Naturally, Applicant maintains that multiple embodiments of the claimed 
inventions are supported by the present application. 
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As such, Applicant respectfully requests reconsideration and withdrawal of the 
present rejections under 35 U.S.C. § 11 2, 1J1 . 

In sum, Applicant respectfully requests that the Examiner consider the present 
remarks and reconsider and withdraw all pending rejections. Should there by any 
further matters requiring consideration, the Examiner is invited to contact the 
undersigned counsel. 

Respectfully submitted, 

Richard T. Giraids, Jr. 
Reg. No- 52,946 



DATE: 



J6 Cfc*^ gegg 



Celgene Corporation 
86 Morris Avenue 
Summit, NJ 07901 
(908) 673-9543 (phone) 
(908) 673-2771 (facsimile) 
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